Attorney's Docket No. 022701-974 
Application No. 10/019.694 

Page 7 



REMARKS 

Applicants respectfully request entry of the foregoing and reconsideration of 
the subject matter identified in caption, as amended, pursuant to and consistent with 
37 C.F.R. §1.116, and in light of the remarks which follow. 

Claims 1-18 are pending in the application. 

Applicants thank the Examiner for withdrawing the requirement that 
Applicants arrange the specification in accordance with the MPEP's suggested 
guidelines. In addition, Applicants thank the Examiner for withdrawing the §112, 
second paragraph, rejection with respect to the term "finely dispersed state." 

Turning now to the Official Action, Claims 1-8 and 10-17 stand rejected under 
35 U.S.C. §1 02(b) as being anticipated by GB 955,898. For at least the reasons that 
follow, withdrawal of the rejection is in order. 

Claim 1 , as amended above, recites a dehydrofluorination process to convert 
an aromatic carbamoyl fluoride to the corresponding isocyanate, comprising 
subjecting carbamoyl fluoride to a temperature at least equal to 80 ""C, in a solvent 
and at a temperature of at least 80 °C, wherein said carbamoyl fluoride is in the 
dissolved or finely dispersed state in the solvent, and wherein when the carbamoyl 
fluoride is dissolved or finelv dispersed, a dispersion is obtained bv qraduallv adding 
the carbamoyl fluoride to the solvent, (emphasis added) 

The Official Action takes the position that GB '898 teaches that carbamic acid 
fluoride, an intermediate, is converted to p-trifluoromethylphenyl isocyanate in the 
presence of xylene and hydrofluoric acid. Thus, the Official Action concludes that 
GB '898 teaches each and every aspect of the rejected claims. (See Official Action 
at page 3.) 
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GB '898 relates to a process for the production of carbamic acid fluorides or 
isocyanates substituted by fluorine on aliphatic carbon atoms. (See GB '898 at page 
1, lines 1-9.) 

It is well established that in order to demonstrate anticipation under §1 02(b), 
each element of the claim at issue must be found, either expressly described or 
under the principles of inherency, in a single prior art reference. See Kalman v. 
Kimberly-Clark Corp., 218 U.S.P.Q. 789 (Fed. Cir. 1983). That is not the case here. 

For example, as stated in Claim 1 , a dispersion is obtained in the claimed 
process such that when the carbamoyl fluoride is dissolved or finely dispersed, the 
carbamoyl fluoride is gradually added to the solvent at the selected reaction 
temperature. As previously explained, the instant specification at page 2, lines 8-18, 
discloses that GB '898 "indicates the possibility of carrying out this reaction in 
Example 1 However, the technique used in GB '898 results in a very low yield of 
only 35%. Thus, the reaction of GB '898 is clearly very different from the claimed 
reaction, and results in unwanted heavy products described as resins. In stark 
contrast, the claimed dehydrofluorination process uses carbamoyl fluoride in a 
dissolved or finely dispersed state and obtains a dispersion by gradually adding the 
carbamoyl fluoride to a solvent at a selected reaction temperature. As explained in 
the specification at page 3, lines 13-18, "the finely dispersed nature or the dissolved 
nature of the carbamoyl fluoride at a temperature where it is reactive plays a key role 
in the production of isocyanate with a good yield." 

Clearly, GB '898 does not disclose or suggest a process that includes the 
combination of steps recited in Claim 1 because GB '898 does not achieve the high 
yield realized by the claimed process. Accordingly, Applicants submit that Claim 1 
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cannot be deemed anticipated by GB '898 because GB '898 clearly does not 
expressly or inherently describe each element of Claim 1 . 

For at least the above reasons, Applicants submit that Claim 1 is patentable 
over GB '898. The remaining Claims (2-8 and 10-15) depend, either directly or 
indirectly, from independent Claim 1, and are therefore also patentable over GB '898 
for at least the reasons that Claim 1 is patentable. Reconsideration and withdrawal 
of the rejection are respectfully requested. 

Claim 9 stands rejected under 35 U.S.C. §1 03(a) as being unpatentable over 
GB '898. For at least the reasons that follow, withdrawal of the rejection is in order. 

To establish a prima facie case of obviousness, the prior art references (or 
references when combined) must teach or suggest all of the claim elements. See In 
re Royka, 490 F.2d 981, 180 U.S.P.Q. 580 (CCPA 1974). In addition, "all words in a 
claim must be considered in judging the patentability of that claim against the prior 
art." See In re Wilson, 424 F.2d 1382, 1385; 165 U.S.P.Q. 494. 496 (CCPA 1970). 
See MPEP §2143.03. 

Because Claim 9 depends from Claim 1, Claim 9 necessarily includes all of 
the elements of Claim 1 . Thus, Claim 9 is patentable over GB '898 for at least the 
reasons that Claim 1 is patentable thereover. Specifically. GB '898 fails to disclose 
or suggest a dehydrofluorination process, which includes the recited combination of 
steps. Specifically, the process of GB '898 does not disclose or suggest using 
carbamoyl fluoride in a dissolved or finely dispersed state and obtaining a dispersion 
by gradually adding the carbamoyl fluoride to a solvent at a temperature at least 
equal to 80^C. Thus, because the process of GB '898 does not achieve the high 
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isocyanate yield realized by the process claimed, Applicants submit that GB *898 
clearly fails to disclose or suggest the recited combination of claim elements. 

Furthermore, GB '898 does not reflect a proper consideration of "all words" in 
the claim (including all of the words of Claim 1 , from which Claim 9 depends). In 
particular, because GB '898 neither discloses nor suggests a dehydrofluorination 
process, which includes the gradual addition of carbamoyl fluoride in a dissolved or 
finely dispersed state to a solvent at a temperature at least equal to 80^C to obtain a 
dispersion, Applicants submit that the Official Action has not given full consideration 
to all of the claim elements, i.e., patentable weight must be given to "and wherein 
when the carbamoyl fluoride is dissolved or finely dispersed, a dispersion is obtained 
by gradually adding the carbamoyl fluoride to the solvent" in Claim 1 in judging the 
patentability of Claim 9 over GB '898. 

For at least these reasons. Claim 9 is patentable over GB '898. Applicants 
respectfully request reconsideration and withdrawal of the rejection. 

Claim 18 stands rejected under 35 U.S.C. §112, first paragraph, as containing 
subject matter not adequately described in the specification. For at least the reasons 
that follow, withdrawal of the rejection is in order. 

The Official Action asserts that the specification does not enable any person 
skilled in the art to which it pertains, or with which it is most nearly connected, to 
practice the invention commensurate In scope with these claims. (See Official Action 
at page 5.) In particular, the Official Action asserts that in the instant case the 
rejected claims recite a 70% yield of isocyanate. The Official Action further asserts 
that "... the disclosure must contain sufficient information to enable one skilled in the 
pertinent art to use this invention without undue experimentation." The Official 
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Action asserts that given the disclosure does [not] teach those of ordinary skill how 
to select appropriate reaction conditions to increase the yield of isocyanate beyond 
those steps known in the prior art. (See Official Action at page 5.) Applicants 
respectfully disagree. 

In particular, Applicants believe that the specification does disclose enough to 
enable one of ordinary skill in the art to practice the invention without undue 
experimentation. Specifically, it has been decided that some experimentation is 
often expected in unpredictable areas or technologies. See, In re Angstadt, 537 
F.2d at 503, 190 U.S.P.Q. at 218. Furthermore, it is understood that the test for 
undue experimentation is not merely quantitative, since a considerable amount of 
experimentation is permissible, if it is merely routine, or if the specification in 
question provides a reasonable amount of guidance with respect to the direction in 
which the experimentation should proceed to enable the determination of how to 
practice a desired embodiment of the invention claimed. See Johns Hopkins 
University v. Cellpro, Inc., 152 F.3d 1342, 47 U.S.P.Q. 2d 1703 (Fed. Cir. 1998), In 
this regard, Applicants submit that the instant specification provides Examples, 
wherein Applicants describe the steps used in exemplary embodiments of the 
claimed dehydrofluorination process. Furthermore, a Table is provided, which 
presents the results of the experiments conducted in the Examples. (See 
specification at pages 9-13.) Also, the comments concerning the results obtained by 
the experiments of the Examples provide additional guidance as to the nature and 
kind of process steps that can be used to achieve a high yield. For example, the 
comments at pages 14 and 15 of the specification demonstrate that in 
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exemplary embodiments it may be useful to gradually add the carbamoyl fluoride to 
achieve a good yield. 

Thus, even though it has been decided that it may not be necessary to have 
any working embodiments at all in order to satisfy the requirements of §112, first 
paragraph, even in the chemical arts, the present application includes working 
embodiments as well as comments concerning the process steps and reaction 
parameters, which can be used to achieve acceptiable results. See In re 
Strahelovitz, 668 F.2d 1129, 212 U.S.P.Q. 651 (CCPA 1982). 

Nevertheless, in order to provide further clarification. Applicants have 
amended Claim 18 to further recite gradual addition of the dissolved or finely 
dispersed carbamoyl fluoride to the solvent to obtain a dispersion. 

For at least these reasons. Applicants respectfully request reconsideration 
and withdrawal of the §1 12. first paragraph, rejection. 

Claim 18 stands rejected under 35 U.S.C. §112, second paragraph, as being 
indefinite. For at least the reasons that follow, withdrawal of the rejection is in order. 

The Official Action asserts that Claim 18 fails to specify that the yield of 
isocyanate is at least 70%. (See Official Action at page 7.) In addition, the Official 
Action asserts that Claim 17 lacks essential steps since the steps of the process are 
generally known and the claim fails to specify those additional steps that would allow 
one of ordinary skill to increase the yield of the reaction. (Applicants assume that the 
Official Action intended to refer to Claim 18 rather than Claim 17.) (See Official 
Action at page 7.) 

Applicants submit that Claim 18 particularly points out and distinctly claims the 
subject matter which Applicants regard as their invention. That is, because the 
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scope of subject matter embraced by the claim is clear, and Applicants have not 
otheoA/ise indicated that they intend the claim to be of different scope, Claim 18 
particularly points out and distinctly claims the subject matter which Applicants 
regard as their invention. See In re Borkowski, 422 F.2d 904, 164 U.S..P.Q. 642 
(CCPA 1 970). The Federal Circuit has indicated in a number of §112, second 
paragraph, cases, that definiteness of claim language must be analyzed, not in a 
vacuum, but in light of (1) the content of the particular application disclosure, (2) the 
teachings of the prior art, and (3) the claim interpretation that would be given by one 
possessing the ordinary level of skill in the pertinent art at the time the invention was 
made. See, for example. In re Marosi, 710 F.2d 799, 218 U.S.P.Q. 289 (Fed. Cir. 
1983). The purpose of claims is not to explain the technology or how it works, but to 
state the legal boundaries of the patent grant. The claim is not "indefinite" simply 
because it is hard to understand when viewed without the benefit of the specification. 
See S3 Inc. v. nVidea Corp., 259 F.3d 1364, 59 U.S.P.Q. 2d 1745 (Fed. Cir. 2001). 

Applicants submit that the meaning of the words in Claim 18 are clear when 
read in light of the content of the application's disclosure, teachings of the prior art 
and when interpreted by those possessing the ordinary level of skill in the art. See, 
the specification, for example at, the Examples at pages 9-1 1 , the results presented 
in the Table on pages 12-13, and the comments concerning those results presented 
on pages 14 and 15 of the specification. Specifically, Applicants submit that one of 
ordinary skill in the art having read the disclosure at the above pages, would readily 
understand what the legal boundaries of Claim 18 are. 

Nevertheless, to provide further clarification, Applicants have amended Claim 
18 to further recite that when the carbamoyl fluoride is dissolved or finely dispersed a 
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dispersion is obtained by gradually adding the carbamoyl fluoride to the solvent. 
Thus, upon reading the language of Claim 18, as amended, and in view of the 
disclosure at pages 9-15 of the specification, Applicants submit that one would 
readily understand that the claimed process achieves a 70% or greater yield by 
obtaining a dispersion by gradually adding carbamoyl fluoride in a dissolved or finely 
dispersed state to a solvent at a specified reaction temperature. 

Accordingly, Applicants submit that because one skilled in the art would be 
able to tell with a reasonable degree of certainty whether his or her conduct is within 
or outside the scope of Claim 18, Claim 18 is neither vague nor indefinite. See In re 
Borkowski. 

For at least these reasons. Applicants respectfully request reconsideration 
and withdrawal of the §112, second paragraph, rejection. 

From the foregoing. Applicants earnestly solicit further and favorable action in 
the form of a Notice of Allowance. 

If there are any questions concerning this paper or the application in general, 
Applicants invited the Examiner to telephone the undersigned at the Examiner's 
earliest convenience. 



Respectfully submitted 



Burns, Doane, Swecker & Mathis, l.l.p. 



Date: 



November 30, 2004 
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